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n. Applicant's Response to the Examiner's ReicctioQs 

The Applicant traverses the aforementioned claim rejections for the reasons set fonh in 
greater detail below. 

A. Improper FinaliUf of Rejection 

According to the Office Action, the previous amendment to the claims did not add 
any new claim limitations. (OfHce Action, page 2, ref # 4). The Office Action also stated a new 
ground of rejection based on Favor- (Office Action, page 4, ref # 8). However, the OfBce 
Action asserts that the Applicant's amendment necessitated the new ground of rejection and 
consequently the rejection is made final citing MPEP §706.07(a). (Office Action, page 4, ref # 
10). Since the Office Action acknowledges that no new claims limitations were added, the 
Applicants respectfully disagree that the Applicant's amendments necessitated a new ground of 
rejection. Therefore, since the Office Action introduced a new ground of rejection not beheved 
necessitated by the AppUcant's amendments, the finality of the rejection is improper and should 
be removed- 

B. 35 U.S.C. 6103fa> 

According to the Office Action, claims 1-6, S-13, 15, and 17-18 are rgecied under 35 
US.C, §103(a) over Guttag et al, "Guttag" U.S. Patent No. 6,173, 394 in view of applicant's 
specification. 

Firstly, the Office Action faals to establish a prima facie case of Obviousness by failing to 
show how each and every element in the claims is taught by the reference. To establish a prima 
facie case of obviousness, each and every element arranged as required by the claim must be 
taught or suggested in the prior art. MPEP 2143.03. Therefore, a general reference to several 
pages in a reference does not clearly explain with specificity how each claim is rejected. MPEP 
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706, CFR 1.104(c)(2). If the Examiner mamtains this rejections. Applicants respectfully request 

a recitation in Cfuttag of each and every element as claimecl. 

GUTTAG FAILS AT LEAST TO TEaCH *^EMULATING NQN-NATIVE 
INSTRUCTIONS USING NATIVE INSTRUCTIONS CONTAINING THE FLAG 

MODIFICATION ENABLE BIT'^ 

Secondly, rather than teaching "emulating non-naiive instructions using native 
instructions containing the flag modification enable bit", Guttag is directed to the execution of a 
conditional store instruction, and as a result, is directed to a poblem differem than the claims. 
(Guttag, Col. 6. lines 29-35), Similarly, Gunag, as cited in the Office Action, teaches: 



The "N C V 2" field (bits 28-25) indicates which bits of the status are 
protected from alteration durmg execution of the instruction. The 
conditions of the stams register are: N negative; C carry; V overflow; and 
Z zero, if one or more of these bits are set to "1", the corresponding 
condinon bit or bus in the status register are protected from modification 
during execution of the instruction. Otherwise the status bits of status 
register 210 are set nonnally according to the resultant of arithmetic logic 
unit 230, 



(Guttag, Col. 131, hnes 43-51). (emphasis added). As understood, Gun^ is directed to 
the execution of conditional instructions, and as such does not teach •'emulating non-native 
instructions using native instructions containing the flag modification enable bit." Further, the 
Office Action acknowledges that (juttag does not teach "emulating non-naiive instructions using 
native instructions containing the flag modification enable bit" by alleging that these elements as 
arranged in the claims are taught by the iq>plicant's disclosure. Therefore, since Guttag fails to 
teach each and every element as arranged in the claims, the Office Action fails to establish a 
pruna facie case of obviousness. 

Thirdly, Guttag teaches an approach opposite fi-om the claims because rather than 
^'emulating non-native instructions using native instructions containing the flag modification 

CHICAGO/? 1 047449. \ 3 



Recoved from <> at 9/30/03 12:28:55 PM [Eastern Daylight rune] 



09-30-03 11:20 Fron- 



T-885 P. 10/14 F-886 



enable bif Guttag leacltes perfonuing all accesses to memoxy in a single cycle using a RISC 

instrucuon, "Master processor 60 is preferably a 32 bit redijced instrvctiou set computer (RISC) 

processor inclwiing a hardware floating point calculation unit. According to the RISC 

architecture, all accesses xo memory are performed with load and store instructions and most 

integer and logical operations are performed on registers in a single cycle," (Guttag, CoL 12 line 

65 ' Col. 13 line 3). Since all accesses to memory are performed with RISC instructions rather 

than non-native instructions, Guttag does not teach "emulating non-native instructions using 

iiative instnwrtions containing the flag mbdificanon enable 

GUTTAG DOES NOT TEACH NQN-NAUVE INSTRUCTIONS CQJNTAINING 
THE FLAG MODIFICATION ENABLE BTI 

Fourthly, since Guttag does not teach, as acknowledged in the Office Action, "emulating 

non-native instructions using native instructions", Guttag does not teach non-nadve instructions 

containing the flag modification enable bit. As stated in the previous response, there is no 

disclosure in Guttag or applicants specification regarding emulating non-native instructions using 

native instructions containing the flag modification enable bit. Therefore, since Ounag fails to 

teach each and every element as arranged in the claims, the Office Action falls to establish a 

prima facie case of obviousness. 

THE OFFICE ACTION FAILS TO PROVIDE ANY MOTIVATION TO 
COMBINE THE REFERENCES 

Sixthly, According to the Office Action, the specification teaches that there was a need to 
decouple the handling of the flags from the instruction type. However, this mischaracierizes the 
specification because the specification states **[o]ne problem may be to save and restore flag 
states." As a result, the Office Action fails to provide any motivation to combine the reference 
as cited and as a result, the Office Action fails to establish a prima facie case of obviousness. 
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Seventhly, The **save and restore'* method cited in the specification teaches away firora 
Guttag because Guttag as cited teaches an approach for the protection of flags as asserted by the 
Ofifice Action. As a result, since the references teach away from each other, the combination of 
the TWO references as cited is improper 

Eighthly, the leaching or suggestion to make the claimed combination may not be based 
on the Applicant's disclosure. MPEP 2142. Since the Office Action cites the Applicant's 
disclosure to provide such motivation, a prima facie case of obviousness is nor esiabUshed. 

G, 3Sa.S.C.SlQ2fb) ' ' 

According to the Office Action, claims 1-6, 10-13, and 15 are rejected under 35 U,S.C, 
§102(b) over Favor ^Tavor"' (WO 97/13194). The Office Action merely recites 'The examiner 
would recommend that ^plicants read page 35, line 1 through page 38, line 1 1 at a minimum, 
before responding." 

Firstly, the 0£5ce Action Sails to establish a prima facie case of anticipation by failing to 
show how each and every element in the claims is taught by the reference. A claim is anticipated 
only if each and every element arranged as required by the claim is found in a single prior an 
reference. MPEP 2131. Therefore, a general reference to several pages in a reference does not 
cleariy explain with specificity how each claim is rejected. MPEP 706, CFR L 104(c)(2). If the 
Examiner maintains this rejections. Applicants respectfully request a recitation of each and every 
element as claimed in Favor. 
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FAVOR FAILS TO TEACH ^DETERMINING WHETHER THE AT LEAST ONE 
FLAG MODIFICATION ENABLE BIT ALLOWS UPDATING QF AT LEAST 
ONE FLAG IN RESPONSE TO EXECUTING THfR OPE RATIONAL CODE ^ 

Secondly* favor fails to teach "determining whether the at least one flag modification 

enable bit allows updating of at least one flag in response to execiaing the operational code" In 

contrasi to the claims, die cited portions of Favor teaches: " 



DecoupUng of condition code handling from operation type, using 
the independent TYPE 612 and sei status (SS) field 624, allows 
some opeiariotis to be defined which do not update the flags. 
Accordingly, for those circumstances in which updating of 
condition flags is not necessary, it is highly advantageous to 
disable flag updating to avoid unnecessiary dependency on previous 
flag values. 



(Favor. Page 38, lines 7-10), (emphasis added). The cited portion of Favor teaches ihar 
some operations do not update the flags, whereas the claims reqtiire an opposite approach, 
updating of at least one flag in response to executing the op^ational code. For at least these 
reasons, Favor fails to teach each and every element as arranged in the claims. Consequently, 
Favor does not anticipate the claims and as a result this rejection is improper. 

Thirdly, Favor teaches decoupling of condition code handling from operation radier than 
"deteraiining whether the at least one flag modification enable bit allows updating of at least one 
flag in response to executing the operauonal code." For at least these reasons. Favor fails to 
teach each and every element as arranged in the claims. Consequently, Favor does not anticipate 
the claims and as a result this rejection is improper. 

In addition, claim 5 requires, for example, providing a variable length instruction 
emulator that uses fixed length native instructions to emulate variable link instructions in 
evaluating the flag modification enabled bit to preserve flag bit settings for variable length 
instructions that are emulated using the fixed blank native instructions. Applicants again reassen 
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ihe relevant remarks toade with respect to the failure to show adequate motivation and also note 
that the Guttag reference is not directed to a variable length, instruction emulation circuit or 
method. Again ii appears that the motivation comes from applicants* own invention,. As 
previously stated. Favor fails to teach '^determining whether the at least one flag modification 
enable bit ^ows updating of at least one flag in response to executing the operational code." 

As to claims 2, 3» 4, 6, 13, 15 and 17, Applicants at least reassert that die references do 
not teach each and every element as arranged in the claims with respect to claim I . 

With respect to claims 9 and 18, appUcants note that fliese claims require, among other 
things, converting received variable length X86 instructions to a plurality of native instructions 
when the native instructions have a flag modification enable bit set to allow changing of the non- 
native instruction flags in response to execution of the native instructions. Again, Guttag is 
silent as to any instruction conversion. Moreover, the claim requires, that as to unconvertible 
instructions, tiie non-native instruction emulator emulates unconverted variable length 
insttuctions that include flag modification enable bits set to prevent changmg of non-native 
instruction flags in response to the execution of the native instructions for the unconverted 
variable length instruction. A setting of the modification enable bits based on conversion and 
unconvertible instructions is not taught or suggested by the combination of teachings. 

Applicant respectfully subtnits that the claims are in condition for allowance and 
respectfully request that a timely Notice of Allowance be issued in this case. The Examiner is 
invited to contact the below listed attorney if the Examiner believes that a telephone conference 
will advance the prosecution of this application. 



RespecifiiUy submitted, 
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